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REMARKS 

After amendment, claims 1-16 are pending in the application. Claims 1, 9, and 1 1 have 
been amended. In the present Office Action, claims 9 and 1 1 are rejected under 35 U.S.C. § 1 12 
as being indefinite. Also, claims 1-16 are rejected under 35 U.S.C. § 103(a) as being 
unpatentable over WO 99/62403 to Hickle (hereafter "Hickle") in view of U.S. Patent No. 
5,718,223 to Protas et al. (hereafter "Protas"). Insofar as these grounds for rejection apply to the 
present claims, the Applicant respectfully traverses. Reconsideration of the previously rejected 
claims and favorable action is requested in light of the above amendments and the following 
remarks. 

§ 1 12 Rejection 

The Office Action rejects claims 9 and 1 1 under 35U.S.C.§112as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which Applicant regards as 
the invention. Specifically, the Office Action states that the term "the polynomials" in claim 9 
lacks antecedent basis and that "multiple other trends" in claim 1 1 is confusing. Claims 9 and 
1 1 have been amended to address these rejections. Applicant submits that claims 9 and 1 1, at 
least as amended, satisfy the requirements of § 112. 

Hickle in view of Protas does not render the claims obvious 

Claims 1-16 are rejected under 35 U.S.C. § 103(a) as being unpatentable over Hickle in 
view of Protas. 

The USPTO has issued examination guidelines for determining obviousness under 35 
U.S.C. § 103 in view of the Supreme Court decision in KSR International Co. v. Teleflex Inc. 
First an examiner must complete the basic factual inquiries of Graham v. John Deere Co. Next, 
seven rationales are provided in 72 Fed. Reg. 57526 (dated October 10, 2007) to determine 
whether the claimed invention would have been obvious to one of ordinary skill in the art: (A) 
combining prior art elements according to known methods to yield predictable results; (B) simple 
substitution of one known element for another to obtain predictable results; (C) use of known 
technique to improve similar devices (methods, or products) in the same way; (D) applying a 
known technique to a known device (method, or product) ready for improvement to yield 
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predictable results; (E) "obvious to try"— choosing from a finite number of identified, 
predictable solutions, with a reasonable expectation of success; (F) known work in one field of 
endeavor may prompt variations of it for use in either the same field or a different one based on 
design incentives or other market forces if the variations would have been predictable to one of 
ordinary skill in the art; and (G) some teaching, suggestion, or motivation in the prior art that 
would have led one of ordinary skill to modify the prior art reference or to combine prior art 
reference teachings to arrive at the claimed invention. The MPEP further clarifies that the prior 
art references must disclose or suggest all of the claimed features. See MPEP 2143. Applicant 
respectfully submits that these criteria have not been met for Hickle in view of Protas for claims 
1 - 1 6 of the present invention. 

The Office Action correctly notes that Hickle does not disclose an electronic controller 
that analyzes trends of the patient parameter(s). Applicant respectfully submits that Protas also 
fails to disclose, teach, or suggest an electronic controller that analyzes trends of a monitored 
patient parameter as claimed in the present invention. 

Protas discloses a method for recording anesthesia cost and outcome data in a data base 
for later trend analysis to evaluate the cost and success of various anesthesia protocols for the 
purpose of refining practice protocols. Protas, Abstract and col. 3, lines 10-18. Protas discloses 
trend analysis of outcome and cost data "to identify any nexus between protocols, and the agents, 
materials and techniques therein, with sub-optimal outcome events." Protas, col. 3, lines 23-27. 
Thus Protas teaches the use of trend analysis to evaluate the cost and outcome of past anesthesia 
treatments after they are completed. In Protas, the analyzed data relates to treatments on 
numerous patients using a variety of different anesthesia protocols, and the analysis is used to 
determine what protocols and agents perform best in order to eliminate sub-optimal results by 
avoiding use of those protocols or agents on similar patients in future treatments. Protas also 
discloses use of the trend analysis to select standardized practice protocols for use in the future. 
Protas, col. 3, lines 62-64. 

In contrast, the present invention analyzes trends in a monitored "patient parameter 
reflecting a physiological condition of the patient" during the treatment "to determine whether 
adverse patient conditions are imminent and to initiate suitable action." Protas fails to disclose, 
teach, or suggest an electronic controller that "receives said patient parameter and analyzes trends 
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of said patient parameter in accord with the data set to determine whether adverse patient 
conditions are imminent and to initiate suitable action" as in claim 1 . Similarly, Protas fails to 
disclose, teach, or suggest the method of "providing a patient monitor for a patient to monitor a 
single patient parameter; monitoring the patient with the monitor, wherein data collected from 
the monitor may be transmitted to a controller of the sedation and analgesia system; creating a 
trend based on the data received from the monitor; at least one of inputting the trend into an 
algorithm of the sedation and analgesia system and analyzing the trend; and initiating suitable 
action based on the trend analysis" as in claim 8. 

Thus, Hickle in view of Protas fails to teach or suggest all the elements of independent 
claims 1 and 8. Thus, the Applicant respectfully submits that claims 1 and 8 are allowable over 
the cited references. 

Claims 2-7 and 15-16 depend directly or indirectly from claim 1 and incorporate the 
limitations of the base claim. Claims 9-14 depend directly or indirectly from claim 8 and 
incorporate the limitations of that base claim. Thus, Applicant respectfully submits that claims 
2-7 and 9-16 are not obvious for at least the reasons recited with respect to claims 1 and 8 above. 

Appropriate reconsideration and withdrawal of the rejections of claims 1-16 under 35 
U.S.C. § 103 is respectfully requested. 
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Conclusion 



In view of the foregoing, the Applicant respectfully requests that the Examiner enter the 
above-noted amendments before the application is examined upon the merits, and that the above 
remarks be fully considered in conjunction therewith. Timely allowance of all currently pending 
claims and the issuance of a Notice of Allowance are requested. 

The Applicant has filed this Response and Amendment without increasing the number of 
claims above the number previously submitted or paid for. Accordingly, no additional claims 
fees are believed to be due at the present time. If such fees or any other fees associated with the 
filing of this paper are due at this time, please charge the fees to our Deposit Account No. 50- 
1349. Also, please credit any overpayments to Deposit Account No. 50-1349. 

The Examiner is invited to contact the Applicant's undersigned representative via 
telephone if such would expedite prosecution of this application toward allowance. 



Respectfully submitted, 



HOGAN & HARTSON LLP 

555 13 th Street, N.W. 



Dated: October 8. 2008 




Washington, D.C. 20004 
Telephone: 202-637-5600 
Facsimile: 202-637-5910 
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